REMARKS 

Fig. 1 has been amended to correct an error in reference numerals. Replacement 
for all figures has been provided in response to a draftperson's requirement. 

The specification has been amended to correct inadvertent errors and a potentially 
confusing labeling of elements. No new matter has been added. 

Claims 1-25 are pending in the application. Claims 22-25 have been canceled, 
without prejudice, in order to focus prosecution. 

Claim 6 is objected to, but is stated to be allowable if rewritten in independent 

form. 

Claims 4, 1 1 and 20 have been amended to correct inadvertent grammatical 
errors. No narrowing of the claim is intended or effected by such correction. 

Claims 1-3, 11,17, and 19-20 stand rejected under 35 U.S.C. § 102(b) as 
anticipated by U.S. Pat. No. 5,122,146 to Chapman. The applicant respectfully traverses 
the rejection for the following reasons. 

In order to support a rejection of a claim under 35 U.S.C. § 102(b), "[t]he 
identical invention must be shown in as complete detail as is contained in the . . . claim." 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
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1989). The Chapman reference cited by the Examiner fails to teach all of the elements of 
the claims. With respect to the independent claims, the following is provided. 

Claim 1 requires "graduated indicia provided along a side of said window", and 
"a threaded end for engagement with the orthopedic implant". The Chapman reference 
teaches a single indicator 47 along each side of the window 38. There are no indicia 
(plural) on each side, and the indicator provided is not in any way "graduated". In 
addition, in contrast to the Examiner's statement, the guide does not include a threaded 
end for engagement with an orthopedic implant. The only threads are as part of a "chuck 
means" for securing the shaft to a handle, and are not in any way related to coupling the 
Chapman device to an orthopedic implant, (col. 2, lines 46-57. See also, col. 6, lines 43- 
48.) 

Claim 1 1 claims a gauge comprising a shaft portion with a reference mark 
between its proximal and distal ends. There is "an end portion at said distal end obliquely 
angled relative to said shaft portion, said end portion being resiliently bendable relative 
to said shaft portion such that when said end portion is radially deformed by a force from 
its obliquely angled relationship relative to said shaft portion, said end portion returns to 
the obliquely angled relationship once the deformation force is removed from said end 
portion. Chapman discloses a shaft 20 with reference marks 27. However, such shaft is 
not obliquely angled at its distal end 24. An "oblique angle" is one acute or obtuse, in 
opposition to a right angle. Webster's Revised Unabridged Dictionary (1913). Likewise, 
guidewire 12, with length marks 16, is also not biased into an oblique configuration at its 
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distal end. Moreover, given the constant diameter of the shaft 20 and guidewire 12, an 
obliquely angled configuration would hinder passage of the guidewire 12 through the 
shaft. Such angular configuration, with respect to the Chapman system would be a 'kink' 
and serve no purpose, but rather a hindrance, and is not taught or suggested. 

Claim 20 claims a gauge comprising a shaft portion with graduated indicia and 
"an end portion at said distal end obliquely angled relative to said shaft portion." As 
discussed above with respect to claim 11, shaft 20 and guidewire 12 in Chapman do not 
include ends obliquely angled relative the remainder of the shaft and there is no 
appropriate incentive to provide such configuration. 

For the foregoing reasons, the rejection of claims 1-3, 11, 17, and 19-20 fails to 
meet the minimum requirement for maintaining a rejection on the basis of anticipation. 
For a rejection under Section 102, the reference much teach all the elements of the 
claimed invention in as complete detail as contained in the claim. The Examiner has not 
met the burden to support the rejection of the claims. Moreover, there is no suggestion or 
incentive to modify the Chapman reference to meet the claimed limitations. 

Claims 1, 4-5, 8-11, 13-15, 18, and 20-21 stand rejected under 35 U.S.C. § 103(a) 
as obvious over Chapman in view of U.S. Pat. No. 6,729,037 to White. The applicant 
respectfully traverses the rejection for the following reasons. 
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First, for reasons advanced above with respect to the anticipation rejection, 
Chapman fails to teach or suggest required elements of the claims: graduated indicia 
along a side of window (claims 1,4-5, 8-10); a threaded end for engagement with the 
orthopedic implant (claims 1,4-5, 8-10); an end portion at said distal end obliquely 
angled relative to said shaft portion (claims 11, 13-15, 18, 20-21). 

Second, the Examiner cites the White reference stating that in view of certain lack 
of teaching in Chapman, the White reference provides a teaching that would render 
obvious the claimed gauge. This argument cannot support a prima facie case of 
obviousness for the claims for several reasons. White fails to teach or suggest an end 
portion that tapers in a lateral direction at and adjacent a rounded tip (claims 9 and 14). 
This is not shown or described. White also fails to teach or suggest an upper catch 
comprising a surface obliquely angled relative to a longitudinal axis through said end 
portion (claims 10, 15 and 21). In White, the surface of the catch is perpendicular to the 
shaft. (See White, Figs. 1 and 2.) Also, there is no teaching or suggestion to provide an 
end portion with a rounded tip and having an upper catch (claims 8, 13 and 21). In 
Chapman, the tip is rounded ("beaded distal end"); in White, the tip includes a flat "distal 
abutment" 15 A. An abutment is "the part of a structure (as an arch or a bridge) that 
directly receives thrust or pressure" (Merriam-Webster). Thus, White also provides no 
teaching with respect to the upper portion of the abutment being used as a catch. 
Therefore, there is no teaching or suggestion for the claimed relationship of elements. 
The only way to arrive at applicant's claimed invention, to use a combination of a 
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rounded tip and upper catch, is based on hindsight, using applicant's claimed invention as 
a blueprint. This is impermissible. 



In view of the fact that the cited prior art fails to teach or suggest the elements of 
the claims, it is submitted that the Examiner has not met the required burden for a prima 
facie case of obviousness. 

In light of all of the above, it is submitted that the claims are in order for 
allowance, and prompt allowance is earnestly requested. Should any issues remain 
outstanding, the Examiner is invited to call the undersigned attorney of record so that the 
case may proceed expeditiously to allowance. 
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